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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ^ MO NTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6^j^Claim(s) \ is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) Q The oath or declaration is objected to by the Examiner. Note the attached Office Action orform PTO-152. 

Priority under 35 U.S.C. § 1 19 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 


3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using . , ,n such Ml, clear, concise, and exact terms as to enable any person YkfcdtoS? 

StJfSl IT"* ° r "? W f iCh , it iS m ° St near,y connected ' t0 make and us « *e same and shal? 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. V 

2. Claims 1-12 are rejected under 35 U.S.C. 112, first paragraph because the 
specification while being enabled for an incendiary comprised of a container filled with a 
first substance and in which a second substance is injected, the first and second 
substances reacting exothermically, to thus produce the incendiary, is not enabled for 
an incendiary having only the first substance in the container (which by itself will not 
react exothermically and will thus not be an incendiary). The specification thus does not 
enable the artisan to practice the invention commensurate in scope with these claims. 

Note also that claims which fail to recite features which are critical or essential to 
the practice of the invention, are not enabled by the disclosure. See InreMavhew 1 88 
USPQ 356. 

3. Claims 1-12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The claims are vague, indefinite and incomplete. As pointed out in section 2 
above, the device could not function as an incendiary without the presence of the 
second substance. The failure to positively recite necessary critical elements renders 
the claims indefinite and incomplete. See MPEP 21 72.01 


Application/Control Number: 10/607,970 
Art Unit: 3653 


Page 3 


4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-3, 6-12 are rejected under 35 U.S.C. 102(b) as being clearly anticipated 
by Wilson et al. 

The "frangible couplings" read on the notches coupling together the fragments 
(e.g. see Fig. 3, col. 2 lines 20+, col. 3 lines 49+, col. 4 lines 35+). Figs. 2 and 3 show 
the containers (fragments) coupled together serially in a line. Fig. 1 shows the 
containers (fragments 13) coupled in side-by-side relative by means by either or both of 
the walls 14, 16 (which are clearly frangible since the rods 10 are to break up into 
individual fragments 13) (note that the "coupling" or seal also reads on the glue (e.g. 
see 

col. 4 lines 18-24)). The claimed "first substance" reads for example, on the liquid 
material 30 which can be napalm (which reacts exothermically with oxygen in the air). 
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Note also that statements as to possible future acts or to what may happen in a 
method of operation, are essentially method limitations or statements of intended or 
desired use and do not serve to patentably distinguish the claimed structure over that of 
the reference. See In re Pearson . 1 81 USPQ 641; In re Yanush . 177 USPQ 705; In re 
Finsterwalder . 168 USPQ 530; In re Casev . 152 USPQ 235; In re Otto . 136 USPQ 458; 
Ex parte Mahsam . 2 USPQ 2 nd 1647. 

See MPEP 21 14 which states: 

A claim containing a "recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus" if the prior art apparatus teaches all the 
structural limitations of the claim. Ex parte Masham . 2 USPQ2d 1647. 

Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than functions. In re Danlv . 120 USPQ 528, 531. 

Apparatus claims cover what a device is, not what a device does. Hewlett- 
Packard Co. v. Bausch & Lomb Inc. . 15 USPQ2d 1525, 1528. 

6. Claims 1 , 3-7 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Lee. 

The plurality of containers reads on elements 30 which contain a first substance 
which will react exothermically with a second substance. Elements 30 are coupled 
together by a flexible tow-line (see Fig. 7). As to claim 7, note opening 48 in Fig. 3. 

7. Claims 1 -3, 6-9 are rejected under 35 U.S.C. 1 02(b) as being clearly anticipated 
by Campbell. 

Note the drawing which shows containers 2 formed by flat cell walls 4 having an 
opening 3 containing a first substance which will react exothermically with a second 
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substance (e.g. see col. 2 lines 44+), sealed by a frangible material (facing sheets 7, 7' 
and adhesive 8). 

8. The other references cited further illustrate pertinent art. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Harvey Behrend whose telephone number is (703) 305- 
1 831 . The examiner can normally be reached on Tuesday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Carone, can be reached on (703) 306-4198. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
306-4195. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
1113. 


Behrend/vs 
March 22, 2004 


[tARVEY E. BEHREND 
P [liMARY EXAMINER 


